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PETITION TO WITHDRAW HOLDING OF ABANDONMENT 
UNDER 37 C.F.R S 1.181 

Sir: 

In response to the Notice of Abandonment, dated June 6, 2005, Applicants hereby 
petition the Commissioner to withdraw the holding of abandonment of June 6, 2004, and 
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permit the entry of a Request for Continued Examination and Request for 
Reconsideration, filed concurrently with the present Petition. 

Prior to addressing the legal basis for requesting the Commissioner to withdraw 
the holding of abandonment, Applicants believe a review of the prosecution history 
would be helpful in understanding what preceded the Examiner's decision to deem the 
application as being abandoned. 

On August 19, 2003, a First Office Action in the above-referenced application 
was mailed to Applicants, and on October 9, 2003, Applicants contacted Examiner 
Wachsman to schedule a personal interview. In the First Office Action, the Examiner (i) 
indicated that certain claims were either allowed or allowable, (ii) issued objections to the 
abstract, specification, and claims, and (iii) rejected certain claims based upon prior art. 
On October 16, 2003, Applicants conducted a personal interview with the Examiner, and 
on October 21, 2003, Applicants filed an Amendment consistent with an agreement made 
with the Examiner during the personal interview. Applicants were under the impression 
that the amendment to the claims would place the application in condition for allowance. 

On January 5, 2004, a second and Final Office Action was mailed to Applicants. 
In the Final Office Action, the Examiner withdrew all of the rejections based upon prior 
art and issued a new objection to the specification and rejected claims 2-15 under the 
second paragraph of 35 U.S.C. § 112 for two antecedent basis issues. On March 8, 2004, 
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Applicants filed an Amendment after Final, in which claims 2, 4, 9, and 11 were 
amended to address the two issues under the second paragraph of 35 U.S.C. § 112. 
Applicants also traversed, by argument alone, the imposed objection to the specification. 

On June 23, 2004, Applicants contacted the Examiner for a status of the 
Amendment after Final, during which time the Examiner acknowledged receipt of the 
Amendment after Final but indicated "scaiming troubles" prevented him from reviewing 
the response. On February 25, 2005, the Examiner contacted Applicants to inform 
Applicants that the Amendment after Final had been lost. 

On April 18, 2005, the Patent Office issued a Notice under 37 C.F.R. § 1.251, 
stating the "Amendment Response to Final Rejection dated 01/05/2004" cannot be 
located after reasonable search. The Notice also requested that Applicants provide a copy 
of the missing paper. The Notice did not include a period to respond. On April 25, 2005, 
Applicants filed a response to the Notice under 37 C.F.R. § 1.251. 

On June 6, 2005, an Advisory Action was issued by the Examiner. The Advisory 
Action stated that the proposed amendment to the claims "raise new issues that would 
require further consideration and/or search" and are "not deemed to place the application 
in better form for appeal by materially reducing or simplifying the issues for appeal." 
With regard to the objection to the specification, the Examiner stated "it is not 
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sufficiently clear that there is proper antecedent basis for the claimed subject matter 
referred to in paragraph 1 of the Final Office Action." 



On June 6, 2005, the same day the Advisory Action was issued, a Notice of 
Abandonment was also issued. 



Application was Improperly Abandoned 



On April 18, 2005, the Patent Office issued a Notice under 37 C.F.R. § 1.251. 

This particular section of the Federal Rules is discussed in M.P.E.P. § 508.04, entitled 

"Unlocatable Patent or Application Files," which is reproduced, in part, below: 

The Office will set a time period of three months for reply in a notice 
under 37 CFR 1.251 in an application. The time period will be extendable under 
37 CFR 1.136(a) (unless the notice indicates otherwise) by three months up to a 
maximum period for reply of six months in an application. See 35 U.S.C. 133. 
If, however, an applicant fails to reply to a notice under 37 CFR 1.251 within 
three months of its mailing date, any patent term adjustment under 35 U.S.C. 
154(b) will be reduced by a period equal to the number of days (if any) beginning 
on the day after the date that is three months after the mailing date of the notice 
under 37 CFR 1.251 and ending on the date the reply to the notice under 37 CFR 
1.251 was filed. See 35 U.S.C. 154(b)(2)(C)(ii) and 37 CFR 1.704(b). The 
Office will set a time period of six months for reply in a notice under 37 CFR 
1.251 in a patent. The time period will not be extendable under 37 CFR 1.136(a) 
in a patent because 35 U.S.C. 41(a)(8) only authorizes the Office to charge fees 
for extensions of time in proceedings involving an application. 

The above-reproduced portion of M.P.E.P. § 508.04 refers to 35 U.S.C. § 133, which is 

reproduced below: 

Upon failure of the applicant to prosecute the application within six 
months after any action therein, of which notice has been given or mailed to the 
applicant, or within such shorter time, not less than thirty days, as fixed by the 
Director in such action, the application shall be regarded as abandoned by the 
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parties thereto, unless it be shown to the satisfaction of the Director that such 
delay was unavoidable. 

As apparent from the plain language of M.P.E.P. § 508.04, a Notice under 37 C.F.R. § 
1.251 has been deemed by the Patent Office as an "action" within the meaning of 35 
U.S.C. § 133. Also, the Director has fixed a period of response of three months to 
respond to a Notice under 37 C.F.R. § 1.251, and since the Notice did not indicate 
otherwise, "[t]he time period will be extendable under 37 CFR 1.136(a) ... by three 
months up to a maximum period for reply of six months in an application" (M.P.E.P § 
508.04 states: "[t]he Office will set a time period of three months for reply in a notice 
under 37 CFR 1.251 in an application" (emphasis added)). 

Although Applicants filed a response to the Notice under 37 C.F.R. § 1.251 on 
April 25, 2005, Applicants are unaware of any precedent with other types of action in 
which the period to reply prematurely ends upon a response to the action being filed. The 
concept that a period for reply keeps running despite Applicants* action is acknowledged 
in M.P.E.P. § 710.04, entitled "Two Periods Running," which states: "[t]he running of 
the first period is not suspended nor affected by an ex parte limited time action or even 
by an appeal therefrom." Thus, Applicants' response to the Notice under 37 C.F.R. § 
1.251 has not ended the period to reply to the Notice. 

Since the Notice under 37 C.F.R. § 1.251 was issued on April 18, 2005, the period 
for reply to the Notice under 37 C.F.R. § 1.251 remains running until July 18, 2005 (and 
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is extendable to October 18, 2005), and thus, the present application is still pending. 
Therefore, the Examiner improperly abandoned the present application on June 6, 2005. 

As a matter of principal, by deeming a Notice under 37 C.F.R. § 1.251 an "action" 
within the meaning of 35 U.S.C. § 133 and, thus, having an extendable due date, the 
Patent Office has put into place a mechanism for replacing time that Applicants have lost 
resulting from the Patent Office misplacing Applicants* paperwork. In essence, by 
issuing a Notice under 37 C.F.R. § 1.251, the Patent Office has "restarted" the time 
period for replying to the last action (in this instance, the Final Office Action). To hold 
otherwise would place a severe penalty on Applicants for an action (i.e., losing 
Applicants* response) conmiitted by the Patent Office and outside of Applicants* control. 

For the reasons stated above. Applicants respectfully submit that the above- 
referenced application did not become abandoned, and Applicants respectfully request 
that the Commissioner withdraw the holding of abandonment and allow the 
accompanying Request for Continued Examination and Request for Reconsideration be 
entered. 
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Respectfully submitted. 



Date: June ^0 , 2005 




Steven My6tpenb\rg 
Reg. No.:M4t725 
Attorney for Appli6ant(s) 
Christopher & Weisberg, P.A. 
200 East Las Olas Boulevard, Suite 2040 
Fort Lauderdale, Florida 33301 
Customer No. 46320 
Tel: (954) 828-1488 
Fax: (954) 828-9122 



7 



